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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1, 13-16,18, 20, 22, 23, 30, 31 ,33-36, 44-48, 51 and 55-85 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Transue et al in view of Lawlor et al and further in 
view of Porter et al. 

Concerning Claim 1, Transue et al disclose the invention substantially as claimed 
including in a method of bill payment service for a customer: 

receiving identification information for the customer by a retail system 
application in response to an automatic prompt of the customer by the 
retail system application (col. 2, lines 22-36); 

automatically verifying the identification information by the retail system 

application (col. 2, lines 22-36) and handing off the customer and the identification information 

to a bill payment application (col. 15, line 63 to col. 16, line 10); 



receiving a customer selection of one of a touch tone mode and a voice mode 
of communication in response to an automatic prompt by the bill payment 
application (col. 3, line 66 to col. 4, line 40); 
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receiving a customer selection of a bill payment option from a group of bill 
payment options consisting of a recurring bill payment option (Fig. 4, element 402), an add or 
change payee for bill payment option (Fig. 3 A, elements 316 and 328), a single bill payment 
option (Fig.4, element 402), and a status, change or cancel bill payment option (Fig. 5, element 
500), in response to an automatic prompt by the bill payment application; 

receiving a customer selection of an option to designate the payee by one of 
entering a payee ID by the customer from the customer-specific (Fig. 2) payee 
identification list and selecting the payee from the customer-specific payee identification list 
spoken by the bill payment application, if the option to designate the payee from the customer- 
specific payee identification list is received (; 

receiving information about a payment amount for at least one bill payment 
for the customer by the bill payment application in response to an automatic 
prompt by the bill payment application (fig. 4); 

receiving information about a payment date for the bill payment by the bill 
payment application in response to an automatic prompt by the bill payment 
application (col. 12, lines 6-9); 

automatically scheduling the bill payment by the bill payment application 
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for the customer according to the bill payment information (col. 11, lines 54-61); 

receiving a confirmation of the payee, the payment amount, and the payment 
date for the scheduled bill payment by the bill payment application in response to an automatic 
prompt by the bill payment application (col. 11, lines 50-58, col. 12, lines 1-5 and col. 12, lines 
13-18 and col. 11, lines 54-61). 

Transue et al do not specifically disclose receiving a customer selection of an option to 
designate a payee from one of a customer-specific payee identification list of the customer and a 
common payee list provided by the bill payment application, in response to an automatic prompt 
by the bill payment application. Lawlor et al disclose a common pre-selected list at Col. 10, 
lines 44-53 and a customer-specific payee identification list at Col. 33, lines 3-22. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have included the 
pre-selected list taught by Lawlor in the invention of Transue et al because this would have 
allowed payors to use the system who had neither time nor patience to prepare a customer- 
selected list. Further, it would have been obvious to have provided the payor an alternative 
unique list which would have been a timesaving feature for frequent users of the system. 

Transue et al do not specifically disclose rendering the scheduled bill payment to the 
payee by the bill payment application for the customer by one of a check and an electronic 
transfer of funds to the designated payee on the payment date indicated by the customer. Lawlor 
et al disclose these features at col. 43, line 48 to col. 45, line 48 and col. 11, lines 55-60 and col. 
33, line 63 to col. 34, line 1 . See also Col. 7, lines 5-24. It would have been obvious to one of 



Application/Control Number: 09/368,045 Page 5 

Art Unit: 3624 

ordinary skill in the art at the time of the invention to have provided the alternative payment 
modes disclosed by Lawlor et al in the invention of Transue et al because this would have given 
payors a convenient choice of well recognized payments methods to complete payment of bills. 

Transue et al and Lawlor et al do not specifically disclose automatically, non-bptionally 
handing off the customer to a customer service representative by the bill payment application for 
a non-automated verification of the customer's identification by the customer service 
representative at a telephone as a security measure, if the customer selection is received for one 
of the recurring bill payment option and the add or change payee for bill payment option. Porter 
discloses elements of automatically, non-optionally handing off the customer to a customer 
service representative by the bill payment application for a non-automated verification of the 
customer's identification by the customer service representative at a telephone as a security 
measure (Fig. 3B, eles. 234, 235, 226 and related text; Col. 9, lines 34-45) and customer 
selection for one of the recurring bill payment option and the add or change payee for bill 
payment option (Fig. 14, eles. 638, 640, 641; Figs. 15A and 15B). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have provided automatic 
identification in the processing of recurring bill payment option and the add or change payee for 
bill payment option as taught by Porter in Transue and Lawlor because this would have 
prevented misuse of the bill payment invention by unscrupulous persons who might wish to 
divert payments from a payor's account to their own accounts. Lawlor particularly discloses a 
concern with security of transactions at the Background and Summary of the Invention and this 
security would have been enhanced by automatic review by a human operator. Particularly see 
Lawlor at Figs. 9 and 10 which address use of a secure PIN ti access bill-paying functions. 
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Regarding Claim 13-16, Transue et al disclose selection of one of a touch tone mode and 
a voice mode of communication for entering bill payment information for the customer at col. 3, 
line 66 to col. 4, line 40. They also disclose receiving bill payment information at Col. 3, lines 
15-40. They also disclose an automatic prompt of the customer by the bill payment application 
for the selection of a mode at Fig 1 "Press 1 or Say" item. 

Concerning Claim 18, Transue et al disclose receiving an election for a recurring bill 
payment option at Fig. 4, right hand side of figure and col. 11, line 32 to col. 13, line 65. 

Regarding Claim 20, Transue et al disclose receiving an election for an add or change 
payee for bill payment option at Fig. 3 A, inputs 2 and 3 respectively and at col. 4, line 41 to col. 
5, line 36. 

As to Claim 22, Transue et al disclose receiving an election for a single bill payment 
option at Fig. 4, left hand side of figure and at col. 11, line 32 to col. 13, line 65. 

Regarding Claim 23, Transue et al disclose receiving an election for a status, change or 
cancel bill payment option at Fig. 5, element 500 and col. 14, line 2, to col. 15, line 46. 

Concerning Claim 30, Lawlor et al disclose receiving an ID number for the payee at col. 
33, lines 12-19. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have utilized an ID number as taught by Lawlor et al in the bill payment method 
disclosed by Transue et al because this would have avoided ambiguity and confusion in the 
identification of a particular payee. Further, Transue et al disclose the use of a payee ID number 
at col. 2, lines 22-36, thus suggesting the combination of the two references. 

As to Claim 31, Transue et al disclose automatic identification of fields of information 
within the bill payment application at col. 6, line 63 to col. col. 7, line 22 and col. 16, lines 11- 
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26. As other fields in their system are automatically identified, it would have been obvious to 
have so identified the payee according to an ID number because this would have provided 
seamless operation in the bill paying process. 

Regarding Claim 33, Transue et al does not specifically disclose receiving a selection for 
the customer to enter information according to a payee list spoken for the customer and receiving 
a selection from the payee list. Lawlor et al disclose receiving a selection for the customer to 
enter information according to a payee list (col. 42, lines 60-62) and receiving a selection form 
the payee list (col. 42, line 60 to col. 43, line 68). See also the discussion of Claim 1 above. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
included these features of Transue et al in the voice mode method of Transue et al because this 
would have provided an uniform and efficient way for customers to have selected payees. 

Concerning Claims 34 see the discussion of Claims 1 and 31 . 

As to Claim 35, see the discussion of Claims 1 and 31 above. 

As to Claim 36, see the discussion of Claim 1 and 35 and Transue et al further disclose 
automatically verifying a scheduled bill payment by receiving a confirmation of a payee at col. 
11, lines 50-58. 

As to Claim 44, Lawlor et al disclose assignment of a payment reference for a scheduled 
bill payment at col. 34, lines 1-4. 

Concerning Claim 45, Lawlor et al disclose the use of the reference for service purposes 
for the user/customer. To provide such service, it would have been obvious to have provided 
such a reference to the customer in the method of Transue et al so that he or she would have a 
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unique and simple means to identify the payment in discussions with bill payment service 
representatives. 

Regarding Claims 46 and 47, Transue et al disclose automatically prompting for and 
selection of a hearing a list of bill payments at col. 14, lines 20-30 and Fig 15, element 504. 

Concerning Claim 48, Transue et al disclose automatically speaking a list of bill 
payments at col. 14, lines 8-11. 

As to Claim 51, Lawlor et al disclose combining of more than one bill in a payment at 
col. 11, lines 55-60. 

Regarding Claim 55, Transue et al disclose automatically prompting for and receiving a 
selection of status, change or cancel option for bill payments at Figure 5 and col. 14, line 3 to 
col. 15, line 45; particularly col. 14, lines 3-5 and col. 14, lines 8, 31 and 64. 

Concerning Claim 56, Transue et al disclose automatically prompting for (col. 14, lines 
3-5) and receiving a selection of status of a future bill payment (col. 14, lines 20-23). 

As to Claim 57, Transue et al disclose receiving a selection by the customer for the status 
of future bill payments at col. 14, lines 8-30. 

Regarding Claim 58, Transue et al disclose the selection for the customer of status of all 
future bill payments at col. 11, lines 3-5 and 20-30. 

Concerning Claim 59, Transue et al do not specifically disclose receiving a selection for 
the status of all open bill payments for the customer. Lawlor et al suggest such a selection at col. 
14, lines 3-6 and col. 20, lines 44-53 in discussions of reconciliation. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have provided a selection 
for display of all open bill payments because this would have made possible such reconciliation. 
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For example, with status information for open bill payments and all bill payments, the customer 
would have been able to balance his or her checkbook; open bill payments represent "uncleared" 
checks, which information is essential to reconciliation. 

Concerning Claim 60, Transue et al disclose automatically speaking a list of bill 
payments at col. 14, lines 8-11. It would have been obvious to have spoken the status of open 
bill payments because this would have facilitated the reconciliation suggested by Lawlor et al 
disclose and discussed regarding Claim 59. 

As to Claims 61, Transue et al disclose receiving a selection by the customer for the 
status of future bill payments at col. 14, lines 8-30. 

Regarding Claim 62 see the discussions of Claim 59 and 60 above. 

As to Claim 63, Transue et al disclose change of all bill payments at col. 14, line 64 to 
col. 15, line 46. 

Regarding Claim 64, Transue et al disclose receiving of a selection of single or recurring 
bill payments at Fig.4, element 402. Further, they teach change operations for bills processed by 
the system at col. 14, line 64 to col. 15, line 46. 

Concerning Claims 65 and 66, see the discussion of Claim 64 above and Transue et al 
further teach automatic prompting of customers for bill payment change information at col. 14, 
lines 3-5. 

As to Claims 67, see the discussion of Claim 64 above. 
As to Claim 68, see the discussions of Claims 1 and 67 above. 
As to Claim 69, Transue et al disclose cancellation of all bill payments at col. 14, 15, 
lines 31-63. 
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Regarding Claim 70, Transue et al disclose receiving of a selection of single or recurring 
bill payments at Fig. 4, element 402. Further, they teach cancellation operations for bills 
processed by the system at col. 14, lines 31-63. 

Concerning Claims 71 and 72, see the discussion of Claims 70 above and Transue et al 
further teach automatic prompting of customers for bill payment cancellation information at col. 
14, lines 3-5. 

As to Claim 73, see the discussion of Claim 70 above. 

Regarding Claim 74, Transue et al disclose automatic handing off of the customer to a 
customer service representative at col. 15, lines 47-62 and Fig. 1, "To Speak with a Customer 
Service Representative" element. 

As to Claim 75, it is essentially the system form of Claim 1 discussed above, less the 
non-optional aspect of handing off, and is rejected in a like manner 

As to Claim 76, Lawlor et al disclose a bill payment application running on a server at 
Figure 1, element 52, and col. 19, lines 37-53. 

As to Claim 77, Transue et al disclose a retail system application communicating with a 
bill payment application at col. 15, line 63 to col. 16, line 10. 

Concerning Claims 78 and 79, Transue et al disclose an input device as a telephone at 
col. 4, lines 2-40. 

As to new Claim 82, it recites the handing off to a CSR for recurring or add/change 
options which are addressed in the rejection of Claim 1 with the application of the newly cited 
Porter reference. 

As to Claim 83, it recites payee list variants addressed in the Response to Arguments. 
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As to Claim 84, see the discussions of Claims 1, 82 and 83. 

As to Claim 85, Transue disclose the invention substantially as claimed including in a 
method of bill payment for a customer, the steps of: 

Providing a bill payment application accessible by the customer via a telephone 
connection a telephone (col. 4, lines 2-40) having a menu of bill paying options (Fig. 1); 

Establishing a customer-specific payee list according to formation provided by the 
customer on the bill payment application (Figs. 1 and 2); 

Providing payment options consisting of a recurring bill payment option (Fig. 4, element 
402), an add or change payee for bill payment option (Fig. 3 A, elements 316 and 328); 

Allowing receiving a customer selection of a bill payment option from a group of bill 
payment options consisting of a recurring bill payment option (Fig. 4, element 402), an add or 
change payee for bill payment option (Fig. 3 A, elements 316 and 328), a single bill payment 
option (Fig.4, element 402), and a status, change or cancel bill payment option (Fig. 5, element 
500); 

Receiving a customer selection of an option to designate a payee from the customer- 
specific payee identification list (Fig. 3B); 

Receiving a customer selection of an option to designate the payee by one of 
entering a payee ID by the customer from the customer-specific (Figs. 2 and 4) payee 
identification list and selecting the payee from the customer-specific payee identification list 
spoken by the bill payment application, if the option to designate the payee from the customer- 
specific payee identification list is received (Col. 4, line 32 to Col. 13, line 65). 
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Transue does not specifically disclose establishment and selection from a common payee 
list. Lawlor discloses this feature at Col. 10, lines 44-53. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have to have modified tRnsue by 
including the common payee list disclosed by Lawlor because this would have allowed payors to 
use the system who had neither time nor patience to prepare a customer-selected list. Further, it 
would have been obvious to have provided the payor an reduced and familiar common list which 
would have been a timesaving feature for frequent users of the system. 

Transue et al does not specifically disclose automatically, non-optionally handing 
off the customer to a customer service representative by the bill payment application for a non- 
automated verification of the customer's identification by the customer service representative at a 
telephone as a security measure, if the customer selection is received for one of the recurring bill 
payment option and the add or change payee for bill payment option. Porter discloses elements 
of automatically, non-optionally handing off the customer to a customer service representative 
by the bill payment application for a non-automated verification of the customer's identification 
by the customer service representative at a telephone as a security measure (Fig. 3B, eles. 234, 
235, 226 and related text; Col. 9, lines 34-45) and customer selection for one of the recurring bill 
payment option and the add or change payee for bill payment option (Fig. 14, eles. 638, 640, 
641; Figs. 15A and 15B). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to have provided automatic identification in the processing of recurring bill 
payment option and the add or change payee for bill payment option as taught by Porter in 
Transue because this would have prevented misuse of the bill payment invention by 
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unscrupulous persons who might wish to divert payments from a payor's account to their own 
accounts. Lawlor particularly discloses a concern with security of transactions at the 
Background and Summary of the Invention and this security would have been enhanced by 
automatic review by a human operator. Particularly see Lawlor at Figs. 9 and 10 which address 
use of a secure PIN to access bill-paying functions. 



Response to Arguments 
Art pages 13-17 of the Response, Applicant discusses the art of record and elements 
disclosed in his Specification but not claimed. At page 16 and 17, Applicant asserts that his 
invention distinguishes from the prior art based on these elements of the Specification but does 
not specifically Claim elements which distinguish. This approach is used for all cited references. 
At page 18 of the Response, Applicant asserts in the first full paragraph, that a combination of 
features is not disclosed by the prior art. As shown above, all claim limitations are met by the art 
and a motivation to combine these elements is provided and unrefuted. As set forth above and 
now with the discussion of Claim 85, the elements of the prior art are compatible and make an 
obvious combination of elements well-known in the art of electronic bill payment. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Kyle whose telephone number is (703) 305-4458. The 
examiner can normally be reached on Monday - Friday, 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9326 for regular 
communications and (703) 872-9327 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 
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June 12, 2003 



HANI M. KAZIMS 
PRIMARY EXAMINE* 



